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1 M Responsive to communication(s) filed on 19 August 2004 
2a)H This action is FINAL. 2b)D Tnis action js non . fina| 

3 HrZ th,S ^'"f ^ in C ° nditi0n f ° r a, ' 0WanCe GXCept f0r formal matters - P rase ^ion as to the merits is 
closed in accordance with the practice under Ex parte Quayle, 1935 CD. 11, 453 O.G. 213. 
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Application/Control Number: 10/029,132 Paqe2 
Art Unit: 1772 

Claim Rejections - 35 USC § 102 

1 . The following is a quotation of the appropriate paragraphs of 35 U.S.C. 1 02 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

ffinr in"!? 0 " 2? Pate ? ted W deSCribed in 3 printed P ubl ^°n in this or a foreign country or in public 
use or on sale ,n th.s country, more than one year prior to the date of application for'patent K Unted 

i 

2. Claims 1, 2, 4-8 and 10-13 are rejected under 35 U.S.C. 102(b) as being 
anticipated by either Baer et al (5,938,650) or Bjornberg et al (4,892,535) as presented 
in the office action mailed May 18, 2004. 

Both of the above references disclose a laminate that has two substrate layers 
that are fused at location that form pockets. At least one of the layers can be a non- 
woven web. The pockets are all disclosed as being filled with various materials (e.g. 
adsorbent particles). Refer to figures 1-3 along with column 3 line 54 through column 4, 
line 41 in Bjornberg et al. refer to figures 2 and 3 along with column 2, line 66 through 
column 3, line 56 in Baer et al. It is the examiners position that the recitations of "shoe 
liner" in the preamble and ""shaped to fit the contours of a foot" in claims 1 and 10 do 
not structurally distinguish the instant claims from the prior art laminate since feet come 
in many different shapes and sizes. 

Response to Arguments 

3. In response to applicant's argument that the instant invention is drawn to a 
disposable shoe liner and use thereof, a recitation of the intended use of the claimed 
invention must result in a structural difference between the claimed invention and the 
prior art in order to patentably distinguish the claimed invention from the prior art. If the 
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prior art structure is capable of performing the intended use, then it meets the claim. In 
a claim drawn to a process of making, the intended use must result in a manipulative 
difference as compared to the prior art. See In re Casey, 152 USPQ 235 (CCPA 1967) 
and In re Otto, 136 USPQ 458, 459 (CCPA 1963). 



Allowable Subject Matter 

4. Claims 3, 9, 14 and 15 are objected to as being dependent upon a rejected base 
claim, but would be allowable if rewritten in independent form including all of the 
limitations of the base claim and any intervening claims. Claims 27-40 are allowed. 
The prior art fails to teach, suggest or provide motivation for the limitation of the 
particles being harder than the substrates or the two different packing densities for the 
particles. 

Conclusion 



5. Applicant's amendment necessitated the new ground(s) of rejection presented in 
this Office action. Accordingly, THIS ACTION IS MADE FINAL. See MPEP 

§ 706.07(a). Applicant is reminded of the extension of time policy as set forth in 37 
CFR 1.136(a). 

A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within 
TWO MONTHS of the mailing date of this final action and the advisory action is not 
mailed until after the end of the THREE-MONTH shortened statutory period, then the 
shortened statutory period will expire on the date the advisory action is mailed, and any 
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extension fee pursuant to 37 CFR 1 .136(a) will be calculated from the mailing date of 
the advisory action. In no event, however, will the statutory period for reply expire later 
than SIX MONTHS from the date of this final action. 



Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Donald Loney whose telephone number is (571 ) 272- 
1493. The examiner can normally be reached on Mon-Fri. 8AM-4PM, maxi-flex 
schedule. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Harold Pyon can be reached on 571 272-1 498. The fax phone number for 
the organization where this application or proceeding is assigned is 703-872-9306. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). 

Donald Loney 
Primary Examiner 
Art Unit 1772 

DJL.D. Loney 
05/1 5/04 



